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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after allowance or after an Office 
action under Ex Parte Quayle, 25 USPQ 74, 453 O.G. 213 (Comm'r Pat. 1935). Since 
this application is eligible for continued examination under 37 CFR 1.114, and the fee 
set forth in 37 CFR 1.17(e) has been timely paid, prosecution in this application has 
been reopened pursuant to 37 CFR 1.114. Applicant's submission filed on 8/5/2005 has 
been entered. Claims 2-4, 7-9, 11, 13-15, 18-20 and 23-44 have been amended. 
Claims 2-4, 7-9, 11,13-15, 18-20, 23-44 are pending. 



Response to Arguments 

2. In Applicant's remark, pages 21 , Applicant states that "the embodiment of the 
present invention stops the outputting of digital audio data when the external apparatus 
has the capability of making copies and recording that output digital data. As explained 
in the present specification at page 13, lines 3-7, the reproduced data from the optical 
disc is outputted as an analog audio signal through the DtoA converter, when the 
external apparatus has a function of copying data, the control circuit opens the switch 
13 so that the digital audio data is not output, this however does not effect the output of 
the analog audio signal representing the signal being reproduced by the reproducing 
apparatus. Thus even when the results of the determination of the external apparatus 
determines that the data transmission to the extemal apparatus should be prohibited, 
the reproduced audio signal is made available nonetheless. That is, the user can enjoy 
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the reproduced signal even though the user is prohibited from making a copy of the 
signal. The apparatus can stop transmission of output data to the external apparatus 
during a time when the reproducing means reproduces and outputs the data". 
Examiner finds this reference in the teaching of the Specification to be inconsistent with 
the original disclosure (see U.S.C. 112 rejection below for detail explanation). 

In response to Applicant's remark in respect to claim 41, Applicant contends that 
that Ottenson et al. does not suggest the feature of "fee charging information is stored in 
a recording medium together with the data to be transmitted to an external apparatus 
and fee charging information is updated whenever the data transmission has occurred". 
Examiner notes that the cited claimed limitation does not recite as Applicant presented. 
Rather the claimed limitation recites, "a fee charging control step is to perform the fee 
charging process by updating, in accordance with the fee to be charged, data recorded 
on the recording medium and corresponding to a sum of fees that can be charged for 
the recording medium", (Ottenson, col. 8, lines 5-9, e.g. each subsequent viewing of the 
downloaded presentation is detected by the intelligent set-top control unit, thus allowing 
for automatic billings of each program presentation to the customer's account...). The 
cited limitation of "data recording on the recording medium is interpreted as the 
downloaded data that is being outputted and the fee is charged according. Examiner 
further taken the office notice for the cited limitation of "stop the transmission of the 
output data through the interface when the data corresponding to the sum of fee 
reaches or exceeds a predetermined value". This feature is well known in the art, e.g. 
controlling output according to what the consumer pays to view, therefore, it would have 
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been obvious to one of ordinary skill in the art to conclude feature of controlling the 
amount of output according what is requested. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 2-4, 7-9, 11,13-15, 18-20, 23, 31, 39-40 are rejected under 35 
U.S.C. 1 12, first paragraph, as failing to comply with the written description requirement. 
The claim(s) contains subject matter which was not described in the specification in 
such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. The Specification that Applicant referencing in the remark to support the 
amended claims appears to be inconsistent with the original Specification and the 
drawings. Even thought an amendment to the Specification has been made to 
correspond to the label items in the steps illustrated in the drawings. However, the 
support which Applicant rely upon to amend the claims appears to be based on the 
assumption that the original disclosure is teaching the steps S5 and S3 to be performed 
simultaneously. In other words, if Fig. 2, step S4 is true (or yes), digital audio signal will 
not be output but analog audio signal will. Examiner believes this assumption is in error 
based on the original disclosure of the Specification, which was inadvertently disclose 
the S3 to be S5 as illustrated in Fig. 2. In order to be consistent with the teaching of the 
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original drawings and the Specification, the disclosure where the control circuit 
outputting the analog audio signal should occur only when the condition of S4 becomes 
true or when no copying function exist, then the output of analog audio signal (output 
data) takes place. Therefore, based on the rationale stated above, Examiner is taking 
the position as clearly illustrated in Fig. 2, where in step S4, if the condition is true that 
an external apparatus can copy data, no output of data will be transmitted and when the 
condition of S4 indicated that no external apparatus can copy data, analog audio signal 
will be transmitted. 



Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



Claims 2-4, 7-9, 11, 13-15, 18-20 and 23-40 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Shear (US Patent Application Publication US2001 10042043). 

In respect to claim 2, Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 
Reproducing means for reproducing data (see Fig. 14, e.g. laptop, pc); 
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External-apparatus identifying means for determining a type of an external 
apparatus connected to the interface and outputting data representing the type of the 
external apparatus and control means for controlling stopping transmission of output 
data to an external apparatus through the interface, in accordance with the result of 
determining the type of the external-apparatus identifying means during a time when 
said reproducing means reproduces and outputs the data, (Shear, [0282]) wherein the 
external-apparatus identifying means determines whether the external apparatus is a 
data storage apparatus that has a build-in memory means for storing data input through 
the interface, and the control means stops the transmission of output data to the 
external apparatus when the external-apparatus identifying means determines that the 
external apparatus is the data storage apparatus having the built-in memory (see Shear, 
[0003, 0030-0031, 0054, 0282, 0168] ). 

In respect to claim 3, Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 

Reproducing means for reproducing data (see Fig. 14, e.g. laptop or pc); 
External-apparatus identifying means for determining a type of an external apparatus 
connected to the interface and outputting data representing the type of the external 
apparatus; and control means for controlling stopping transmission of output data to the 
external apparatus through the interface, in accordance with a result of determining the 
type of the external-apparatus identifying means during a time when said reproducing 
means reproduces and outputs the data (see Shear, [0282, 0056), wherein the external- 
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apparatus identifying means determines a version of the external apparatus, and the 
control means controls stopping the transmission of output data to the external 
apparatus through the interface, in accordance with the version of the external 
apparatus (see Shear [0070, 0056]). 

In respect to claim 4, Shear discloses a data transmitting apparatus, comprising: 

An interface that can be connected to various external apparatuses; 

Reproducing means for reproducing data (see Fig. 14, e.g. laptop, pc) 
External-apparatus identifying means for determining a type of an external apparatus 
connected to the interface and outputting data representing the type of the external 
apparatus, and control means for controlling stopping transmission of output data to the 
external apparatus through the interface, in accordance with the result of determining 
the type of the external-apparatus identifying means during a time when said 
reproducing means reproduces and outputs the data, (see Shear, [0282]), wherein the 
external-apparatus; identifying means determines whether the external apparatus is a 
copyright-related apparatus, and the control means controls the transmission of output 
data to the external apparatus through the interface, in accordance with result of 
determination (see Shear, [0054, 0057]). 

In respect to claim 7, Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 
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External-apparatus identifying means for determining a type of an external apparatus 
connected to the interface and outputting data representing the type of the external 
apparatus; and 

Control means for controlling stopping transmission of output data to the external 
apparatus through the interface, in accordance with the result of determining the type of 
the external-apparatus identifying means during a time when said reproducing means 
reproduces and outputs the data (see Shear 0282), wherein the control means controls 
the transmission of output data to the external apparatus through the interface, in 
accordance with an amount of the output data to be transmitted to the external 
apparatus (see Shear, [0092]). 

In respect to claim 8, Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 

Reproducing means for reproducing data (see Fig. 14, e.g. laptop, pc). 

External-apparatus identifying means for determining a type of an external 
apparatus connected to the interface and outputting data representing the type of the 
external apparatus; and 

Control means for controlling transmission of output data to the.external 
apparatus through the interface, in accordance with the result of determining the type of 
the external-apparatus identifying means during a time when said reproducing means 
reproduces and outputs the data (see Shear, [0282]), 
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wherein the control means controls the transmission of output data to the 
external apparatus through the interface, in accordance with a speed at which the 
output data is to be transmitted to the; external apparatus (see Shear, [0179]). 

In respect to claim 9, Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 
External-apparatus identifying means for determining a type of an external 
apparatus connected to the interface; and outputting data representing the type of the 
external apparatus; and control means for controlling stopping transmission of output 
data to the external apparatus through the interface, in accordance with the result of 
determining the type of the external-apparatus identifying means (see Shear, [0282]) 
wherein data-reproducing means is provided for reproducing the output data from a 
recording medium, and the control means controls the transmission of output data to the 
external apparatus through the interface, in accordance with the recording medium (see 
Shear, [0220]). 

In respect to claim 1 1 , Shear discloses the data transmitting apparatus, 
comprising: 

An interface that can be connected to various external apparatuses; 

Reproducing means for reproducing data (see Fig. 14, e.g. laptop or pc); 
External-apparatus identifying means for determining a type of an external 
apparatus connected to the interface and outputting data representing the type of the 
external apparatus; and control means for controlling transmission of output data to the 
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external apparatus through the interface, in accordance with the result of determining 
the type of the external-apparatus identifying means during a time when said 
reproducing means reproduces and outputs the data (see Shear, 01 282]), further 
comprising- fee-charging means [is provided] for charging a fee in accordance with the 
transmission of output data through the interface, and the control means controls a fee- 
charging process performed by the fee-charging means, in accordance with the result of 
determining made by the external-apparatus identifying means of the type of the 
external apparatus (see Shear, [0092]). 

In respect to claims 13-15 and 18-20, the claims limitations are method claims 
that are substantially similar to apparatus claims 3-4 and 7-9 and 11. Therefore, claims 
13-15, and 18-20 are rejected based on the similar rationale. 

In respect to claim 23, Shear discloses a data apparatus comprising: 
a plurality of interfaces of different types; and control means for controlling stopping of 
transmission of output data through the plurality of interfaces in accordance with the 
types of interfaces (see Shear, [0039, 0282 and 0220]). 

In respect to claims 24-30, the claim limitations are substantially similar to claims 
7-11. Therefore, claims 24-30 are rejected based on the similar rationale. In respect to 
claims 31-40, the claim limitations are method claims that are substantially similar to 
apparatus claim 23-30. Therefore claims 31-40 are rejected based on the similar 
rationale. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 41-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shear et al. (U.S. Patent Application Publication, US 200110042043) in view of Ottesen 
et al. (U.S. Patent No. 5,654,747). 

In respect to claim 41 , Shear discloses a data transmitting method for use in a 
data transmitting apparatus for transmitting, though an interface, output data 
reproduced from a recording medium, the method comprising: a fee-charging control 
step of performing a fee-charging process in accordance with the transmission of output 
data through the interface and controlling the transmission of output data (see Shear 
[0092]). Shear does not explicitly disclose wherein the fee-charging control step is to 
perform the fee-charging process by "updating", in accordance with the fee to be 
charged, data recorded on the recording medium and corresponding to a sum of fees 
that can be charged for the recording medium, and to stop the transmission of output 
data through the interface when the data corresponding to the sum of fees reaches or 
exceeds a predetermined value during a time when the output data is being reproduced 
and outputted. However, Ottensen discloses communicating a billing signal to the 
information network in response to each presentation of a downloaded source program 
(updating) (see Ottensen, col. 7, line 55-col. 8, line 14). Therefore, it would have been 
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obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teaching of Ottesen by updating the billing information as information is 
downloaded from source with Shear's teaching of billing for the fee charging control 
system in order to allow for automatic billing for each program presentation to the 
customer's account (see Ottensen, col. 8, lines 5-9). Furthermore, Shear does not 
explicitly disclose stop the transmission of output data when the data corresponding to 
the sum of fees reaches or exceeds a predetermined value. However, Official Notice is 
taken that pay for view with predetennined selection of program by subscriber is old and 
well known. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate stopping output when data corresponding to the sum 
of fees reaches as in preselect pay for view program with Shear's fee charging control 
system in order to output program according to subscriber's predetermined on selected 
program they are interested to view. 

In respect to claims 42-44, the claim limitations are substantially similar to claim 
41. Therefore, claims 42-44 are rejected based on the similar rationale. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tongoc Iran whose telephone number is (571) 272- 
3843. The examiner can normally be reached on 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571) 272-3865. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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